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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

3. Claims 21, 24, 26, 28, 30, 31, and 33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Brennen et al. (US 2005/0075709, hereinafter "Brennen") in view of 
Scrutton et al. (US 3,773,554, hereinafter "Scrutton"). 

4. In regards to claim 21 Brennen discloses an electrode body having a substrate 
(122) and a coating comprising a gradient composition comprised of alternating layers 
of platinum and iridium oxide (Fig. 4 and par. 0030). Brennen does not disclose that the 
composition comprises a plurality platinum layers and a plurality of iridium oxide layers. 
Scrutton discloses an electrode formed by a plurality of alternating layers (col. 2, lines 9- 
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13 and col. 3, lines 36-40) to provide the predictable results of an electrode with 
excellent adhesion of the metal to the support (col. 2, lines 28-30). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify Brennen's invention by providing a plurality of alternating layers to 
provide the predictable results of an electrode with excellent adhesion of the metal to 
the support. 

5. In regards to claim 24, the surface is rough because it is comprised of sintered 
particles (par. 0030). 

6. In regards to claim 26, the surface is abraded (par. 0008). 

7. In regards to claim 28, the gradient composition is electroplated (par. 0030). 

8. In regards to claim 30, 0% and 100% are complementary fractions. Therefore, if 
a layer is pure (100%) platinum, it has a complementary fraction (0%) of iridium oxide. 

9. In regards to claim 31 , the composition is shown to vary stepwise (Fig. 4). 

10. In regards to claim 33, the substrate surface is a platinum trace (par. 0030), and 
platinum is biocompatible because it is implanted into the human body. 

1 1 . Claims 21 , 30, 31 , and 33 are rejected under 35 U.S.C. 1 02(a) and (e) as being 
anticipated by Chow et al. (US 6,389,317, hereinafter "Chow") in view of Scrutton. 

12. In regards to claim 21 Chow discloses a plurality of electrodes (Fig. 4) having a 
substrate (170), and a surface coating of platinum and iridium oxide (86, 88, and col. 7, 
line 19). Chow does not disclose that the composition comprises a plurality platinum 
layers and a plurality of iridium oxide layers. Scrutton discloses an electrode formed by 
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a plurality of alternating layers (col. 2, lines 9-13 and col. 3, lines 36-40) to provide the 
predictable results of an electrode with excellent adhesion of the metal to the support 
(col. 2, lines 28-30). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify Chow's invention by providing a 
plurality of alternating layers to provide the predictable results of an electrode with 
excellent adhesion of the metal to the support. 

13. In regards to claim 30, the fractions of platinum and iridium oxide are 
complementary (1/1 and 0/1 are complementary fractions, regardless of the interaction 
between the two layers at the interface). 

14. In regards to claim 31 , Figure 4 shows a stepwise variation in the gradient 
composition. 

15. In regards to claim 33, the substrate comprises platinum, which is biocompatible 
(col. 7, line 23). 

16. Claims 22, 29, and 32 are rejected under 35 U.S.C. 103(a) as obvious over 
Brennan in view of Scrutton, or in the alternative, Brennen in view of Scrutton and 
Fabian et al. (US 4,392,927, hereinafter "Fabian"). Brennen discloses the essential 
features of the claimed invention including utilizing fractalized platinum (par. 0030), of 
which "platinum gray" is a specific type; and because of this fractalized surface, there is 
an approximately linear gradient from platinum to iridium oxide. Alternatively, Brennen 
discloses the essential features of the claimed invention except for a platinum material 
that is platinum gray or a linear gradient from platinum to iridium oxide. Fabian teaches 



Application/Control Number: 10/655,772 Page 5 

Art Unit: 3762 

an electrode with an approximately linear gradient from interior to exterior (Table I) to 
provide the predictable result of conserving costly electrode materials and provide 
mechanical strength. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to provide Brennen's invention with an 
approximately linear gradient from platinum to iridium oxide to provide the predictable 
result of conserving costly electrode materials and provide mechanical strength. 

17. Further, Brennen discloses the claimed invention but does not disclose expressly 
the platinum gray material. It would have been an obvious matter of design choice to a 
person of ordinary skill in the art to modify the fractalized platinum as taught by Brennen 
with the platinum because applicant has not disclosed that modifying the deposition rate 
instead of modifying the surface by sintering provides an advantage, is used for a 
particular purpose, or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with the 
platinum substrate as taught by Brennen because both fractalized platinum materials 
are more robust than prior art platinum black materials. Therefore, it would have been 
an obvious matter of design choice to modify Brennen's invention to obtain the invention 
as specified in the claims. 

18. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Brennen 
in view of Scrutton. Brennen discloses the essential features of the claimed invention 
except for a surface roughened by sandblasting. It is well known in the art to roughen 
implants by sandblasting to cheaply improve adhesion to other materials, tissue, or 
lower contact impedance. Therefore, it would have been obvious to one having 
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ordinary skill in the art at the time the invention was made to roughen the electrodes of 
Brennen by sandblasting to provide the predictable results of cheaply improving 
adhesion to other materials, tissue, or lower contact impedance. 

19. Claims 22, 24-26, 28, and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chow in view of Scrutton. Chow discloses the essential features of 
the claimed invention except for a substrate/gradient composition of platinum gray, a 
substrate surface that is rough/sandblasted/abraded, or an electroplated gradient 
composition. It is well known in the electrode arts to provide a substrate/gradient 
composition of platinum gray, a substrate surface that is rough/sandblasted/abraded, or 
an electroplated gradient composition to provide the predictable results of improved 
adhesion between substrate and surface material and a surface material that readily fills 
the intestacies of the substrate material. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide a 
substrate/gradient composition of platinum gray, a substrate surface that is 
rough/sandblasted/abraded, or an electroplated gradient composition to provide the 
predictable results of improved adhesion between substrate and surface material and a 
surface material that readily fills the intestacies of the substrate material. 

20. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chow in 
view of Scrutton and Fabian. Chow discloses the essential features of the claimed 
invention except for a linear gradient from platinum to iridium oxide. Fabian teaches an 
electrode with an approximately linear gradient from interior to exterior (Table I) to 
provide the predictable result of conserving costly electrode materials and provide 
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mechanical strength. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to provide Chow's invention with an 
approximately linear gradient from platinum to iridium oxide to provide the predictable 
result of conserving costly electrode materials and provide mechanical strength. 
Response to Arguments 

21 . Applicant's arguments with respect to claims 21 , 22, 24-26, and 28-3 have been 
considered but are moot in view of the new ground(s) of rejection, necessitated by 
amendment. 

Conclusion 

22. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL KAHELIN whose telephone number is 
(571)272-8688. The examiner can normally be reached on M-F, 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on (571) 272-4955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George R Evanisko/ 

Primary Examiner, Art Unit 3762 

/Michael Kahelin/ 
Examiner, Art Unit 3762 



